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This action is in response to applicants' amendment of 8 December 2008. The 
amendment to the specification has overcome the objection to the disclosure. The amendments to 
the claims have overcome the objections to the specification for failing to provide proper 
antecedent basis for claimed subject matter and the 35 USC 1 12 rejections. 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 1 19(e) as 
follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior apphcation (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application. Application No. 60/500,394, fails to provide 
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 112 
for one or more claims of this application. 

Provisional application 60/500,394 teaches the taught ink deposed in a patterned form but 
does not teach the subject matter of new claims 77-80. 

In view of the amendment to claim 6, the claimed subject matter is now found in 
provisional application 60/500,394. 
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Accordingly, the subject matter of claims 3, 5, 6, 10, 76, the embodiments of claims 1 
and 2 where the carbon nanotubes are single walled; the embodiments of claim 7 where the 
liquid medium is water, organic solvents and combinations thereof and the embodiment of claim 
8 where the medium is water. Thus this claimed subject matter has the effective filing date of 5 
September 2003. The other embodiments of claims 1, 2, 7 and 8 and the subject matter of claims 
4, 9 and 77-80 have the effective filing date of 2 September 2004. 

Claims 1 and 76 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 is indefinite as to what is being claimed, the ink or the dried deposited mark on a 
substrate. Claim 76 added to the indefiniteness since it teaches the ink is deposited in a patterned 
form. 

Since the originally examined claims were directed to an ink, claim 1 is being treated as 
to an ink and thus the deposition and evaporation steps in claim 1 are being given no weight since 
they are directed to the use of the ink. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1 and 76 are rejected under 35 U.S.C. 102(a or b) as being anticipated by JP 
2003-026981. 

If the taught carbon nanotubes are SWNT, the rejection is based on 35 U.S.C. 102(a). If 
the taught carbon nanotubes are MWNT, DWNT, combinations thereof; mixtures of SWNT with 
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at least one of MWNT and DWNT or any other type of carbon nanotube, the rejection is based 
on 35 U.S.C. 102(b). 

This reference teaches an ink, which is printed on paper, and thus is formulated for 
adhesion to paper, comprising a dispersion of carbon nanotubes, which inherently are fluorescent 
and emit a wavelength when irradiated with visible light. The reference teaches the claimed ink. 

Applicants argue that the fluorescence of the carbon nanotubes depends on the 
dispersion, diameter and chirality, but they have not provided any evidence to support this 
assertion or have the presented any evidence that the taught carbon nanotubes are not 
fluorescent. The rejection is maintained. 

Claim 1 and 76 are rejected under 35 U.S.C. 102( b) as being anticipated by U.S. patent 
6,330,939. 

This reference teaches an ink, which is printed on a substrate, and thus is formulated for 

adhesion to a substrate, comprising a dispersion of carbon nanotubes, which inherently arc 
fluorescent and emit a wavelength when irradiated with visible light. The reference teaches the 
claimed ink. 

Applicants argue that the taught ink does not use the carbon nanotubes as a fluorescent 
agent but for its magnetic and electrical properties. The intended use of the nanotubes in the ink 
does not overcome a rejection based on anticipation. There has been no showing that the taught 
ink also does not exhibit fluorescence. Applicants argue that the fluorescence of the carbon 
nanotubes depends on the dispersion, diameter and chirality, but they have not provided any 
evidence to support this assertion or have the presented any evidence that the taught carbon 
nanotubes are not fluorescent. The rejection is maintained. 
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Claim 1 and 76 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. patent 
application publication 2002/0025490. 

This reference teaches an ink comprising a dispersion of carbon nanotubes, which 
inherently are fluorescent and emit a wavelength when irradiated with visible light (para 129- 
133:part (G) ). This ink is printed on a substrate and thus is formulated for adhesion to a 
substrate and can invisible (para 4). The reference teaches the claimed ink. 

Applicants argue that the fluorescence of the carbon nanotubes depends on the 
dispersion, diameter and chirality, but they have not provided any evidence to support this 
assertion or have the presented any evidence that the taught carbon nanotubes are not 
fluorescent. The rejection is maintained. 

Claims 1-3, 7-10, 76, 78 and 79 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. patent 7,097,788. 

This reference teaches a ink that is printed on a substrate and thus is formulated for 
adhesion to substrate, comprising a dispersion of carbon nanotubes in a mixture of binder and 
solvent. The ink can also contain surfactants and dyes. The carbon nanotubes can be SWNTs, 
DWNT or MWNTs, all of which are chemically derived. The taught nanotubes which inherently 
are fluorescent and emit a near IR wavelengths when irradiated with visible light. The solvent 
can be water, organic solvents and mixtures thereof The reference teaches the claimed ink. 

The fact the taught ink has a different use than the claimed ink does not overcome a 
rejection based on anticipation. There has been no showing that the taught ink also does not 
exhibit fluorescence. Applicants argue that the fluorescence of the carbon nanotubes depends on 
the dispersion, diameter and chirality, but they have not provided any evidence to support this 
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assertion or have the presented any evidence that the taught carbon nanotubes are not 
fluorescent. The rejection is maintained. 

Claims 1-10 and 76-80 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. patent application publication 2002/0025490 in combination with the article by O'Connell 

etal. 

As discussed above, U.S. patent application publication 2002/0025490 teaches the 
claimed ink which can be invisible. The examples teach the compositions of the inks in which 
the carbon nanotubes are dispersed. These inks comprise a liquid medium selected from water, 
organic solvents and mixtures thereof and a polymeric binder and optionally, surfactants or dyes. 
The published application teaches the nanotubes can be any which are Rama-active. The article 
teaches SWNT with a diameter of 0.7-1.1 nm are Raman-active. The nanotube population taught 
in the article is separated homogenous population which was chemically derived. The article 
teaches that all the nanotubes are semiconductive which means that are also homogenized by 
electronic form. Thus one of ordinary skill in the art would have found it obvious to use SWNTs 
with a diameter of 0.7-1.1 nm as the carbon nanotubes in the taught ink. The references suggest 
the claimed ink. 

Applicants' arguments have been considered but are not convincing. Lines 4-8 in the first 
column on page 596 indicate that nanotubes not in a micelle suspension will also fluoresce. Thus 
the reference does not teach away from their use in the ink of U.S. patent application publication 
2002/0025490. In addition, the fluorescence is due to the band gap of the tubes which is not 
dependent on the material in which they are dispersed, as long as the tubes are not agglomerated. 
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The articles unagglomerated tubes which are not dispersed in a micelle suspension. The rejection 
is maintained. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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